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Remarks • 

Entry of the above-noted amendments, reconsideration Of the application, and allowance 
of all claims pending are respectfully requested. By dto^fi^eadt, claims 1, 5, 10, 14 and 19 
are amended and claims 4 arid 7-9 are canceled. These amendm&its to the claims constitute a 
bona fide attempt by applicants to advance prosecution of the application and obtain allowance . 
of certain claims, and are in no way meant to acquiesce to the substance of the rejections. 
Support for the amendments can be found throughout the ^i^ific^tion (e.g., page 3, line 24 to 
page 4, line 3; page 6, lines 3-9; page 7, line 24 to pag6 8, line 4), figures (e.g., FIG. 2), and 
claims (e.g., previously presented claims 4 and 7-9) and thus, no hew matter has been added. 
Claims 1-3, 5, and 10-21 ai-eperidmg. 
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Ciaiin Rejections . - 35 U.S.C. S 103 

Claims 1-5, 7, 8,11, and 14-il were rejected under 35 ^ 
unpatentable over Reichelt et aL (U.S. Patent No. 6,29^,447; 'fceichelO in view of Pearson 
(U.S. Patent App. Pub. No. 2005/0100152). Claim 9 Rejected under 35 U.S.C. § 103(a) as 
being allegedly unpatentable over Reichelt in view of Pearsdri arid furtjier in view of Valentine et 
al. (U.S. Patent No. 6^487,209; 'Valentine"). Claims 10, 12- and 13 were rejected under 35 
U.S.C. § 103(a) as being allegedly unpatentable ovesr Rdc^eit in view of Pearson, and further in 
view of well laiown prior art. These rejection^ are r^pectfully, but nidst strenuously, travef&edi 

Applicants respectfully submit that tiie Office Action's citations to the applied references, - 
with or without modification or cpmbihatioh, assurnihg, cpgp&idq* that the modification or 
combination of the Office Action's citations to the applied references is proper, do not teach ox 
suggest the mobile switching center thai employs a btiN^P digit pktt^m received from the calling 
user to make the determination that the calling user of the uicoming call is the non-preferred user 
• • . ' or ttie preferred user, as recited in a^p'iicaiits'' indepdrLde&t clajlin 1 : - 

For explanatory purposes, applicants discusis herein one or more differences between the 
claimed invention and the Office Action's citations to Reichelt, Pbiarson, and Valentine. This 
discussion, however, is in no way meant to acquiesce in biy cliaracterizatiou that one or more 
parts of the Office Action's citations to Reichelt, Peareo4 or V ^ehtine correspond to the clainled 
■ ■•.invention. '-;\ m . 

Reichelt (column 10, lines 5 8- 62; coluniii 7, Iwek 8-27) discloses evaluating logical 
expressions to determine Whether or not to execute a relev^ht feature. Reichelt discloses that the 
call waiting feature is either on or off. Reichelt fails to disciose the ^ switching center thfit 
■ employs a DTMF digit pattern received from the calling user to make the determination that the 
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calling user of the incoming call is the non-preferred user or thie preferred user. This point is 
conceded by the Office Action (page 11, lines 1-2). 

Accordingly, the Office Action's citation io ReicHelt fails to satisfy at least one of the 
limitations recited in applicants 9 independent claim 1. 

Pearson (Abstract, lines 1-11) discloses: 

The disclosure is directed to a meth^ of providing a 
distinctive call waiting tone based oh ^ The 
. method., includes^ xec$Vjij&. a call ^j^.^_ptip^i^^ device at .a' ' 
redirecting device; forwarding the ea^L/froj^i '^e 're^tpcting device 
to a destination 

waiting tone to the destination device based upork deteithming that 
a data message includes a redirecting liijiiib^. The forwarded call 
has an associated data message that included a calling number of 
the origination device, a tailed number of the de^ttaation device, 
/todd^ 

Pearson discloses tiae distinctive ' 'c^l/v(r^tj]fi^ - 4$M^~ : 1^^mi :M Q]i: the redirecting number, 
Pearson fails to disclose the mobile switching center that employs a DTMP digit pattern received 
from the calling user to make the detertrimaitibn that the c^hi% u$fer of the incoming call is tie 
non-preferred user or the preferred user. Tins poirit 'i$:&n$$^"by the Office Action (page 11, 
" lines 1-2). ' • -'^y ^ : -* 

Accordingly, the Office Action's citation to Pearson fails to satisfy at least one of the 
limitations recited in applicants' independent claim 1. 

Valentine (Abstract) discloses: 

The present invention provides a system and method for 
reliably transferring Dual Tone Multiple Frequency (DTMF) 
signals originating at a MS through m TP bas^d GSM network. In 
general, when a MS sends a DTMF requests it is processed in the 
IP network by **iojpG& 

based on the disclosed proposing, ':"-aic^ySrtE0s]" .'aUolber. logical 

application module in ^ 

remote; tone generatioli), and foeu t^ 

in the gateway directs Ae production of the D 

the interworking or destination network. : . 
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Valentine discloses sending a message indicative of a DTMF tone to the MSC and then 
generating a DTMF tone at a gateway for independent and remote tone generation. Valentine 
fails to disclose receipt of the DTMF digit sequence by the MSG or a determination based oh the 
DTMF digit sequence. Valentine fails to disclose the mobile switching center that employs a 
DTMF digit pattern received from the calling user to make the determination that the calling user 
of the incoming call is the non-preferred user or the preferred user. 

-Accordingiy, 'the' Office A^rion^s' citation VaJ^jtfe^ feil^ $p satisfy at least one of the ''V : :- 
'limitations recited in applicants' h^de|)^ide4t;Claiffl. I: .// ;;(■(. 

• With respect to the cdmbinatioh of the Office Action's citation to Reichelt and Pearson 
with file Office Action's citation to Valentine, appliciants respectfully submit that wheU 
undertaking an inquiiy into the obviousness of an invention, a determination must be iiiade 
regarding whether, at the time the invention was made, the i^v^tibii Would have been obvious to 
one of ordinary skill in the art to which the subject matter of the invention pertains. Applic$nts 
strenuously travers the § 103 rejection of the claimed mveution Oh the following bases: 

(1) The justification in the Q&ce ^fioja fbf combimng 
the citations to Reichelt and Pearson and the citation to Valentine 
does not identify any e^resV teaching, suggestion, or incentive in 
the art for this combination; 

(2) The justification in the Office Action for combining 
the citations to Reichelt arid f ea^on aii(i pi^rt to Valefttine 
•is*' nothing 'more 'than ' - hmdsigjit 'i^Cpt^^p^n $f . . ifac _ . claimed 
invention, which is impermissible when formulating an 

■ c: ■" bbyiousness rejection; V'':^> '^ii '"v :V'- v- l ^V;:/;' 

(3) The prior ait as a whole must be 1 considered when 
formulating ah obviousness rejection, and &in£e Valentine is 
directed to a different problem than that addressed by the claimed 
invention, the invention cannot be ob^hous fit>in a combination of . 

Aebffice Action's citations fo ?/. 
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First, the Office Action states (page 11, lines 7-9) as a justification to combine the 

citations to Reichelt and Pearson and the citation to Valentine: 

It would have be^ obvious to one of qroinary skill in the 
art to combine the teaching of ValeMMe bt al ^vith Reichelt and 
Pearson for the purpose of transferring DTKiF tones fhroujgh an IP 
■•. based! GSM network. " .;- ' v v-'^i-'^^-^-.VyV-,-':* V- \ 

This justification for combining the Office Action's citation to Reichelt and Pearson and 
the Office Action's citation to Valentine conspicuously fails tp identify any express teaching, 
suggestion, or incentive in the art for making the combination It is wfell settled that obviousness 
cannot be established by combining the teachings of the prior ail to produce the claimed 
invention absent some teaching or suggestion that the combination be made. Either the Office 
Action must identify an express teaching, suggestion, or incentive m the apt, or the Office Action 
must present a convincing line of reasoning as to Why bhe slatled in the art would have found the 
claimed invention to have been obvious. Since rid ' ^i^'^icei^i^^t suggestion in the ait has 
been identified, attention must be tirined to the reasohiii|.ig; to;^ Whether it is convincing 

regarding whether the claimed invention is bbvitfus 

Second, in this regard, the justification is nothing moye ft restatement of the 

results of the claimed invention. 

GSM net^otk. ' \ : ■ ■ v - ; '-' - : '\%[ : 

This justification is tantamount to stating that "it would be pbvious to modify A to have B 
because it provides A plus B. M This line of reasoning cannot be considered "convincing/* since 
it is settled that it is impermissible to simply engage in Inndsight reconstruction of the claimed 
invention, using the claimed invention as a template ahd selecting Elements to fill the gaps. 
Further, rii^ 

invention, the Office Action's reasoning is actually using the claimed invention itself as a basis 
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to combine the citation to Reichelt and Pearson arid the citation to Valentine. This violates the 
. settled principle that a motivation to combiiie referenc6S cannot come from the invention itself. 
. Applicants respectfully submit that the claimed inVmtioii would not have been obvious, 
namely, no express teaching or suggestion in the documents for the combination has been 
identified, and further, the justification given in the Office Action for combining the citation to 
Reichelt and Pearson and the citation to Valentine is not convincing since it is nothing more than 



Third, applicants respectfully submit that Valentine when considered as a whole is not 

directed to the problem addressed by the claimed invention, 

Valentine is directed towards sending DTMF signals to a destination network (Abstract): 

The present invention provides a system and method for 
feliably transferring Dual Tone Multiple Frequency (DTMF) 
signals originating at a MS through ah T$ bas£d CjSM network. In 
general, when a MS sends a DTMF request, it is processed m the 
IP network by a logical application module in a MSC, which, 
based on the disclosed processing, activates another logical 
application module in an appropriate gateway ; (fof independent, 
remote, tone generation), and then the logical application module 
in the gateway directs the production of the DTMF signal towards 



Valentine discloses sending a message indicative of a DTMF tone to the MSC and then 
generating a DTMF tone at a gateway for independent and remote tone generation. Vdentine 
foils to disclose receipt of the DTMF digit sequence by the MSC or a determination based on the 
DTMF digit sequence, . : ... 

In contrast, applicants' claim recites the mobile Switching center employs a DTMF digit 
pattern received from the calling user to make the detexmin^tioIpL that the Calling user 6f the 
incoming call is the non-preferteid u$pr 6r the priefetrdd .vt&& 
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Accordingly, Valentine is directed to a sigmficaiTLtly different problem than the claimed 
invention. Valentine, when considered as a whole, is not directed to the problem of the claimed 
invention, and therefore shoidd not be combined with the citations to Reichalt and Pearson in the 
mariner set forth in the Office Action. ' . : ' ; : . 

The Office Action's citations to Reichelt, Pearson, arid Valentine all fail to meet at least 
6ne of apiplicants' claimed features. For example, there is no teaching or suggestiqn in the Office \ 
Actions citations to Reichelt, Pearson, or Valentine ; 6f the ipibbilp Switching center that erapioj^ 
'£ TiTMF digit pattern received from the calling uier id make ^^^-jieietti^^m that the piling 
user of the incorriing call is the ioa-pribfeH:6;d user or ihb;p^f^n:$d •uf^^r,] as recited in applicants' : \\ 
independent claim 1. 

For all the reasons presented above with reference to claim 1, claims 1, 14, and 10 are 
believed neither anticipated nor obvious over the art of record. The coitesponding dependent 
claims are believed allowable for the same reasons as mdepfendeht claims 1, 14, and 19, as wfcll 

« , ' " ^ ^jj^^" f^^^^*tli^^ii^ ^o^^^^^i^i" * ^^i^^l^^^i'it i^3^3^ii^3if^L ^ ^^^lii>^3ijr*^i , ^^^t^^^J^^^^^^^^^^^^^^^^5^« ^ * * "C ./;•■. 

Withdrawal of the § 1 03 rejections is therefore res fiectfUliy requested. 
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In view of the above amendments and remarks, allowance of all claims pending is 
respectfully requested. If a telephone conference would be of assistance in advancing the 
prosecution of this application, the Examiner is invited to call applicants' attorney. 

ptfuliy siibmitt 




Cfirrlien S. JPatti 
Attorney for Applicants 
Reg. No. 26,784 



Dated; October 17, 2006 

Carmen B. Path & Associates, llc 
Custoiner Number 47382 
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